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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 21-23, 25-27 and 29-31 have 
been considered but are moot in view of the new ground(s) of rejection. 

2. Applicant's arguments, see page 6, filed 05/29/2008, with respect to the 
rejection(s) of claim(s) 1, 6-7, 13, 18, 20, 24 and 28 under Terarura and Nishigai 
have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of Terarura, Ojha and Nishigai. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claim(s) 13-14 and 18 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter as follows. Claim 13-14 and 
18 is drawn to functional descriptive material recorded on a computer readable 
medium. The way the claim is written appears it is claiming the program 
(functional descriptive material) but not the computer readable medium. 

Examiner suggest the claim be changed to "a computer readable medium 
storing an image forming program." 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

5. Claims 21-23, 25-27 and 29-31 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The 
claim(s) contains subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention. These claims specifically claim "a first judgment unit for judging 
whether a series of documents set on document tray contains at least one 
electronically tagged printed matter that includes an electronic tag storing original 
image data" and "a second judgment unit for individually judging whether each of 
the documents by the transporting unit is an electronically tagged printed 
matter..". In the specification an operation unit is said to determine whether the 
document contains an IC-tagged document or not but nowhere in the 
specification is specifically referred to a first judgment unit and a second 
judgment unit where the second judgment unit individually judges whether each 
of the documents transported is an electronically tagged printed matter. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
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said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

7. Claims 1, 6-7, 13, 18, 20, 24 and 28 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Terarura (US Patent Number 6,827,279 B2) in view 
of Ojha (US Patent Number 4,987,447) and further in view of Nishigai et al. (US 
Patent Number 5,825,91 1). 

Regarding Claim 1 , Terarura'279 shows an image forming device 
comprising: a transporting unit for transporting a document sheet by sheet to a 
specified reading position (i.e., image reading means for reading an image on 
a sheet of paper of a document; document paper feeder. See Column 2, 
Lines 29-30, See Column 5, Lines 39-43 and See Figure 2, Element 4); a 
document judgment unit for judging whether the document transported by said 
transporting unit is an electronically tagged printed matter that includes an 
electronic tag (i.e., detecting/judging means that detect if the paper includes 
an RFID/electronic tag. See Column 1, Lines 50-65, Column 2, Lines 10-38 
and Column 7, Lines 3-23); a printing paper judgment unit for judging whether 
there is an instruction for printing image data on an electronically tagged printing 
paper equipped with an electronic tag (i.e., paper feeding means having a first 
paper tray with electronic tags and second paper tray with paper without 
electronic tags, when a detection of electronic tag is done the printer prints 
using the electronically tagged paper. See Column 1, Lines 30-65 and 
Column 2, Lines, 1-26); a reading unit for reading the data from the electronic 
tag of the document which is judged as said electronically tagged printing matter 
by said document judgment unit, when said printing paper judgment unit judges 
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that there is an instruction for printing on an electronically tagged printing paper 
equipped with a electronic tag (i.e., a RFID data reading means to read data 
from the electronic tag. See Column 1, Lines 30-65 and Column 2, Lines, 1- 
40); and a printing unit for printing the data on an electronically tagged printing 
paper equipped with an electronic tag, wherein the data is read by said reading 
unit (i.e., printing detected page data with electronic tag on a paper from the 
tray with electronic tags. See Column 1, Lines 30-65). 

Terarura'279 fails to show the information received by the image forming 
apparatus through the electronic tag to be original image data to be used for 
printing instructions. 

Ojha'447 teaches an image forming apparatus receiving original image 
data to be used for printing instructions (i.e., detection means detect if the 
document page being read is a control sheet, the control sheet is produced 
from instruction signals and coded information with setup instruction 
signals for controlling the subsequent run of the reproduction 
apparatus/printer, this control sheet contains page data, setup instructions 
for printing an original data, ((original image data)). See Column 1, Lines 
49-60, See column 2, Lines 60-67 and See Column 3, Lines 18-56). 

Having the system of Terarura'279 with the judging unit for detecting 
electronic data on document pages and then given the well-established teaching 
of the Ojha'447, having instruction for original image data, it would have been 
obvious to one having ordinary skill in the art at the time of the invention was 
made to modify the system as suggested by the combination of Terarura'279 with 
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the teachings of Ojha'447, by having the original image data instead of saved in a 
control sheet, just be saved in the electronic tag on the document page in order 
to improve the system efficiency and use of resources by just having the 
information needed inside the electronic data instead of having to use a whole 
control sheet for the information. 

The combination of Terarura'279 and Ojha'447 fails to show said printing 
step to issue a blank paper as an output, when a document is judged one 
specific way. 

Nishigai'91 1 teaches a printing step to issue a blank paper as an output, 
when a document is when a document is judged one specific way (i.e., an image 
forming apparatus that by means of a light source to inspect a document 
judges the authenticity of a document if the document is judge with forgery 
the image forming apparatus outputs a blank sheet of paper. See Column 2, 
Lines 58-66, Column 3, Lines 9-13 and See Column 13, Lines 43-45). 

Having the method of Terarura'279 and Ojha'447 and then given the well- 
established teaching of the Nishigai'91 1 , it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to modify the 
method of Teraura'279 as taught by the Nishigai'91 1 by adding to the image 
forming apparatus with electronic tag judging means the step of printing a blank 
page when a judgment is done, in this case if its judged that there is no electronic 
tag on the paper being read, the printed blank page will let the user know there is 
no electronic tag for the printer to print, since printing a blank page helps improve 
the method by letting the user know its trying to print unauthorized/invalid 
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information and protects forgery/errors as suggested in reference Teraura'279 
Column 2, Lines 55-57. 

Regarding Claim 6, Teraura'279 shows the image forming apparatus 
wherein said electronic tag transmits or receives electronic data by means of 
wireless communications (i.e., the RFID/electronic tag transmits and receives 
data through radio waves signals. See Column 4, Lines 22-23 and 49-51). 

With regards to method Claim 7, the limitation of the claim 7 are corrected 
by limitation of claim 1 above. The steps of claim 7 read into the function step of 
claim 1. 

With regards to method Claim 12, the limitation of the claim 12 are 
corrected by limitation of claim 6 above. The steps of claim 12 read into the 
function step of claim 6. 

With regards to method Claim 13, the limitation of the claim 13 are 
corrected by limitation of claim 1 above. The steps of claim 13 read into the 
function step of claim 1 . 

With regards to method Claim 18, the limitation of the claim 18 are 
corrected by limitation of claim 6 above. The steps of claim 18 read into the 
function step of claim 6. 

Regarding Claim 20, Terarura'279 shows an image forming device 
comprising: a transporting unit for transporting a document sheet by sheet to a 
specified reading position (i.e., image reading means for reading an image on 
a sheet of paper of a document; document paper feeder. See Column 2, 
Lines 29-30, See Column 5, Lines 39-43 and See Figure 2, Element 4); a 
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document judgment unit for judging whether the document transported by said 
transporting unit is an electronically tagged printed matter that includes an 
electronic tag (i.e., detecting/judging means that detect if the paper includes 
an RFID/electronic tag. See Column 1, Lines 50-65, Column 2, Lines 10-38 
and Column 7, Lines 3-23); a printing paper judgment unit for judging whether 
there is an instruction for printing image data on an electronically tagged printing 
paper equipped with an electronic tag (i.e., paper feeding means having a first 
paper tray with electronic tags and second paper tray with paper without 
electronic tags, when a detection of electronic tag is done the printer prints 
using the electronically tagged paper. See Column 1, Lines 30-65 and 
Column 2, Lines, 1-26); a reading unit for reading the data from the electronic 
tag of the document which is judged as said electronically tagged printing matter 
by said document judgment unit, when said printing paper judgment unit judges 
that there is an instruction for printing on an electronically tagged printing paper 
equipped with a electronic tag (i.e., a RFID data reading means to read data 
from the electronic tag. See Column 1, Lines 30-65 and Column 2, Lines, 1- 
40); and a printing unit for printing the data on an electronically tagged printing 
paper equipped with an electronic tag, wherein the data is read by said reading 
unit (i.e., printing detected page data with electronic tag on a paper from the 
tray with electronic tags. See Column 1, Lines 30-65). 

Terarura'279 fails to show the information received by the image forming 
apparatus through the electronic tag to be original image data to be used for 
printing instructions. 
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Ojha'447 teaches an image forming apparatus receiving original image 
data to be used for printing instructions (i.e., detection means detect if the 
document page being read is a control sheet, the control sheet is produced 
from instruction signals and coded information with setup instruction 
signals for controlling the subsequent run of the reproduction 
apparatus/printer, this control sheet contains page data, setup instructions 
for printing an original data, ((original image data)). See Column 1, Lines 
49-60, See column 2, Lines 60-67 and See Column 3, Lines 18-56). 

Having the system of Terarura'279 with the judging unit for detecting 
electronic data on document pages and then given the well-established teaching 
of the Ojha'447, having instruction for original image data, it would have been 
obvious to one having ordinary skill in the art at the time of the invention was 
made to modify the system as suggested by the combination of Terarura'279 with 
the teachings of Ojha'447, by having the original image data instead of saved in a 
control sheet, just be saved in the electronic tag on the document page in order 
to improve the system efficiency and use of resources by just having the 
information needed inside the electronic data instead of having to use a whole 
control sheet for the information. 

The combination of Terarura'279 and Ojha'447 fails to show said printing 
step to issue no output, when a document is judged one specific way. 

Nishigai'91 1 teaches a printing step to issue no output, when a document 
is when a document is judged one specific way (i.e., an image forming 
apparatus that by means of a light source to inspect a document judges the 
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authenticity of a document if the document is judge with forgery the image 
forming apparatus outputs no output. See Column 2, Lines 58-66, Column 
3, Lines 9-13 and See Column 13, Lines 46-47). 

Having the method of Terarura'279 and Ojha'447 and then given the well- 
established teaching of the Nishigai'911, it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to modify the 
method of Teraura'279 as taught by the Nishigai'91 1 by adding to the image 
forming apparatus with electronic tag judging means the step of printing no 
output page when a judgment is done, in this case if its judged that there is no 
electronic tag on the paper being read, there is no output which will let the user 
know there is no electronic tag for the printer to print, since printing no output 
helps improve the method by letting the user know its trying to print 
unauthorized/invalid information and protects forgery/errors as suggested in 
reference Teraura'279 Column 2, Lines 55-57. 

With regards to method Claim 24, the limitation of the claim 24 are 
corrected by limitation of claim 20 above. The steps of claim 24 read into the 
function step of claim 20. 

With regards to method Claim 28, the limitation of the claim 28 are 
corrected by limitation of claim 20 above. The steps of claim 28 read into the 
function step of claim 20. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to IRIANA CRUZ whose telephone number is 
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(571)270-3246. The examiner can normally be reached on Monday-Friday 
7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, King Y. Poon can be reached on (571) 272-7440. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/King Y. Poon/ Iriana Cruz 

Supervisory Patent Examiner, Art Unit 2625 Examiner 

Art Unit 2625 

December 17, 2008 
/I. CV 

Examiner, Art Unit 2625 



